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- ne MAILING DATE of this communication appears on the cover sheet with the correspondence address • 



MONTH(S) FROM 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) H Responsive to comnnunication(s) filed on Mar 29. 2001 



2a) S This action is FINAL 



2b) □ This action is non-final. 



3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Qu9>V§35 CD. 11; 453 O.G. 213. 



Disposition of Claims 

4)S Claim(s) 4-21 



Is/are pending in the applica 



4a) Of the above, claim(s) . 
5)\J Claim(s) 



6) K1 Claim(s) 4-21 

7) n Claim(s) 

8) 0 Claims 



is/are withdrawn from considera 

is/are allowed. 

is/are rejected. 

is/are objected to. 



, are subject to restriction and/or election requirem 



Application Papers 

9) □ The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are objected to by the Examiner. 

1 1 ) S The proposed drawing correction filed on Mar 29. 2001 is: a^ approved b)Ddisapproved. 

12) □ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) K1 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)KI All b) □ Some* c) CNone of: 

1. K Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14)0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

15) □ Notice of References Cited (PTO-692) 

16) n Notice of Draflsperson's Patent Drawing Review (PTO-948) 

17) n Information Disclosure Statement(s) (PTO-1449) Paper No(s). . 



18) D Interyflew Summary (PTO-413) Paper No(s). 

19) □ Notice of Infomnal Patent Application (PTO-152) 

20) □ Other: 



U S. Patent and Trademahc Office 

PTO-326 (Rev. 9-00) 



Office Action Summary 



Pail of Paper No. ll 
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DETAILED ACTION 
Information Disclosure Statement 

1. Applicant has referred to scan test circuits and ICE systems in the Backroimd of the 
Invention^ but has not provided an EDS. The Examiner is aware of and has obtained numerous 
examples of such teachings. Applicant has also admitted that fig. 4 represents a prior art teaching 
- thus, admitting that Applicant is aware of specific prior art teachings. Furthermore, Applicant's 
invention has been disclosed as part of IEEE Standard 1 149. 1 . It is presumed that Applicant is of 
at least ordinary skill in the art and therefore is presumably aware of said standard. The applicant 
should provide the office with copies of pertinent prior art in any response to this action. 

2, Applicant is reminded of their duty to disclose all information material to the patentability 
of the application. 

37 C.F.R. 1.56 Duty to disclose information material to patentability. 

(a) A patent by its very nature is affected with a public interest. The public interest is best 
served, and the most effective patent examination occurs when, at the time an application is being 
examined, the Office is aware of and evaluates the teachings of all information material to 
patentability. Each individual associated with the filing and prosecution of a patent application has 
a duty of candor and good faith in dealing with the Office, which includes a duty to disclose to the 
Office all information known to that individual to be material to patentability as defined in this 
section. The duty to disclose information exists with respect to each pending claim until the claim 
is cancelled or withdrawn from consideration, or the application becomes abandoned. Information 
material to the patentability of a claim that is cancelled or withdrawn from consideration need not 
be submitted if the information is not material to the patentability of any claim remaining under 
consideration in the application. There is no duty to submit information which is not material to the 
patentability of any existing claim. The duty to disclose all information known to be material to 
patentability is deemed to be satisfied if all information known to be material to patentability of any 
claim issued in a patent was cited by the Office or submitted to the Office in the manner prescribed 
by §§ 1.97(b)-(d) and 1.98. However, no patent will be granted on an application in connection 
with which fraud on the Office was practiced or attempted or the duty of disclosure was violated 
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through bad faith or intentional misconduct. The Office encourages applicants to carefully 
examine: 

(1 ) prior art cited in search reports of a foreign patent office in a counterpart application, 

and 

(2) the closest information over which individuals associated with the filing or prosecution 
of a patent application believe any pending claim patentably defines, to make sure that any 
material information contained therein is disclosed to the Office. 

(b) Under this section, information is material to patentability when it is not cumulative to 
information already of record or being made of record in the application, and 

(1) It establishes, by itself or in combination with other information, a prima facie case of 
unpatentability of a claim; or 

(2) It refutes, or is inconsistent with, a position the applicant takes in: 
(I) Opposing an argument of unpatentability relied on by the Office, or 
(ii) Asserting an argument of patentability. 

A prima facie case of unpatentability is established when the information compels a 
conclusion that a claim is unpatentable under the preponderance of evidence, burden-of-proof 
standard, giving each term in the claim its broadest reasonable construction consistent with the 
specification, and before any consideration is given to evidence which may be submitted in an 
attempt to establish a contrary conclusion of patentability. 

(c) Individuals associated with the filing or prosecution of a patent application within the 
meaning of this section are: 

(1) Each inventor named in the application; 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substantively involved in the preparation or prosecution of 
the application and who is associated with the inventor, with the assignee or with anyone to whom 
there is an obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may comply with this section by 
disclosing information to the attorney, agent, or inventor. 



Claim Rejections - 35 USC § 112 
3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 
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4. Claims 4-21 are rejected under 35 U.S.C 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

- Applicant has added new claims 4-21 . Applicant has not pointed out support in the 

specification for these amendments. With respect to matter added via amendment, Section 714.02 

of the MPEP states in part: 

The prompt development of a clear issue requires that the replies of the applicant meet 
the objections to and rejections of the claims. Applicant should also specifically point out the 
support for any amendments made to the disclosure. See MPEP § 21 63.06. 

This applies to all claims . 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

6. Claim 8, 10 and 14-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01. there is insufficient detail describing the relationship between the 
input ports, the processor and the program and how the password is actually generated. 

7. Claims 8, 10 and 14-15 are rejected under 35 U.S.C. 112, second paragraph, as 
being incomplete for omitting essential structural cooperative relationships of elements, 
such omission amounting to a gap between the necessary structural connections. See MPEP 
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Art Unit: 2123 

§2172.01. The omitted stmctural cooperative relationships are: there is insufficient detail 
describing the relationship between the input ports, the processor and the program. 



8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

9. Claims 8-21 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Curd et al. (Of record - U.S. Patent 5,838,901). 

10. Curd et al. disclose overridable data protection mechanism for PLDs. See abstract; fig. 1- 
3; col. 1, line 45 to col. 2, line 50, Note fig. 3 which discloses two separate inputs which are then 
compared. 



1 1 . Claims 4-7 are deemed novel and non-obvious over the prior art of record and will be 
allowed when all outstanding deficiencies are traversedd. 



Claim Rejections - 35 USC § 102 



Allowable Subject Matter 
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Response to Arguments 



12. Applicant's arguments filed 3/29/2001 have been ftiUy considered but they are not 
persuasive. 

13. Applicant's remarks (pg. 6, paper # 10) regarding the IDS are not persuasive. Note the 
request has been repeated. The Examiner has also recited the relevant section of the MPEP for 
Applicant's convenience. 

14. The drawing correction has been approved. 

15. The art rejections in paper # 8 have been withdrawn in view of Applicant's amendment ^ 
(paper # 10). Applicant's arguments (paper # 10) are moot in view of the fact that all claims have 
been cancelled and new art has been applied. 



16. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1. 136(a), 

17. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 



Conclusion 
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CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be: 
directed to: 

Dr. Hugh Jones telephone number (703) 305-0023, Monday-Thursday 0830 to 0700 
ET, or the examiner's supervisor, Kevin Teska, telephone number (703) 305-9704. 
Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist, telephone number (703) 305-3900. 

mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(703) 308-9051 (for formal communications intended for entry) 
or (703) 308-1396 (for informal or draft communications, please label 'TROPOSEH' or 
''DRAFT). 



Dr. Hugh Jones 
June 18, 2001 




